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09/184.572 



McKerracher et al. 



Phuong Bui 



Group Art Unit 
1648 



mmn 



Responsive to communication(s) filed on 4/17/99 and 7/12/99 . ■ " 

,„accordancewi.hthep«c.,«under£,p.™0.».te,1935C.D.1 ,„„,„3, „, davs, whttave, 

A shortenad statutory period for responsa to FXVwTaTo^d^SiSire pariod for response will cause the 

iVpra«o:rro:::"ir^'^~^^^^ 

37 CFR 1.136(a). 
Disposition of Claims 

XI Claim (s) 22-31 — ^ 



_ is/are pending in the application. 



Of tlie above, claim(s) _ 

□ Claim(s) 

□ Claim (s) 

□ Claim(s) 



_ is/are withdrawn from consideration, 
is/are allowed. 



is/are rejected. 

is/are objected to. 



3 Claims 22-31 



_ are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

„ nr. is □ approved □ disapproved. 

□ The proposed drawing correction, filed on 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 oc 1 1 c r s 1 iQra).(d) 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a) (d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) ■ 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
•Certified copies not received: 



□ Aclcnowledgement is made of a claim for domestic priority under 35 U.S.C § 1 1 9le). 



Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-41 3 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-1 52 
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AppUcation/Control Number: 09/184572 
Art Unit: 1648 



DETAILED ACTION 
Election/Restriction 

L Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 22-24, 30 and 3 1, drawn to a method of treatment, classified in class 424, 
subclass 94.1. 

II. Claims 25-28, drawn to an antagonist, classified in class 530, subclass 350. 
ni. Claim 29, drawn to an assay method, classified in class 435, subclass 183. 

2. Inventions II and WII are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case the product as claimed can be used in a materially different 
process of using that product. The antagonist can be used in the method of treatment of 
Invention I or in the assay method of Invention III. 

3. Inventions I and in are unrelated. Inventions are um-elated if it can be shown that they are 
not disclosed as capable of use together and they have different modes of operation, different 
Sanctions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions have different functions. The taction of overcoming growth inhibition from 
chemorepulsive fectors of Invention I is patentably distinct from the function of identifying an 
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Serial Number: 
Art Unit : 

antagoms. tha, suppress. neuro«grow.hofInventionin.Funhen„ore. these n,^^^^^ 
different steps and utilize different reagents. 

4 Becausetheseinventionsaredistinctforthereasonsgivenaboveandhaveacquireda 

separate status in the art because oftheir different classification, se.^^^^^ 

subject matter, restriction for examination purposes as indicated is proper. 

5. TMsapplicationcontainsclaimsdirectedtothefollowingpatentablydistinctspeciesofthe 

claimed invention: Antagonist species: 

(A) ADP-ribosyl transferase C3 

(B) Y27632 

(C) Rho mutants 

(D) A-37 

Species of compound/activity being antagonized: 

(E) Rho 

(F) Rac 

(G) cdc42 

(H) Rho-associated protein kinase 

(I) regulatory pathway GEP (GTP/GDP exchange proteins) 
(J) GDI (GDP dissociation inhibitor) 

(K) GAP (GTPase activating protein) 
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Serial Number: 
Art Unit: 

These species are biologically, structurally, and chetnically distinct from each other. 
App,ican.isrecuiredunder35U.S.C.12Uoelectasingle disclosed species for prosecution on 

.hen,eritstowhichthecl.n,ssha.lberestHctedif no generic ol^ntisfinallvheldtobe allowable. 

AppUcant Should note that the species identified .n the Antagonist groupingn^y overlap wtth the 

species identified in the Contpound/Activity being antagonized species. Whenelecting one of the 

above identified species. Applicant must identilywhichifanyofthe compounds or activities the 

antagonist is directed against if electingone of species(A)-(D). or .hichofthe antagonists,. 

an, wouldantagonizetheactivity or compound elected if electing oneofspecies(E)-(K). If such 

arelationshipisidentifiedtheelectionartdprosecutionwillbesoUnnted. Currently, claims 22. 

23 25, and 29-31 are generic. 

Applicantisadvisedthataresponsetothisrequirementmustincludeanidentificationof 

.he species that is elected consonant with this requirement, andaUsting of aU claims readable 

.hereon, including any Claims subsequently added. An argument thataclaim is allowable or that 

all claims are generic is considered nonresponsive unless accompanied by an election. 

upon the allowance of a generic cWm, appUcan, will be entitled to consideration of claims 
.0 additional species which are written in dependent form or otherwise include all the limitations 
of an aUowed generic claim as providedby37CFR 1.141. If cl^ are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP5809.02(a). 

Should applicant traverse on the ^ound that the species are not patentably distinct, 
applicant should submit evidence or identic such evidencenowofrecord showing the species to 



Serial Number: 
Art Unit: 



,e obvious varia„..orc«yad„ato„.he record .ha, tMsisthc case, in either instan^^^ 
exarriner finds one ofthe inventions unpatentabie over *e prior art, the evidence or ad,„iss,o„ 

™y be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

e. Apphcant is advised that the reply to this requirement to be complete must include an 

election of the invention to be examined even though the requirement be traversed(37 

CFR 1.143). 

7 AppUcantisremindedthatupontbecance«ationofc,aimstoanon-electedinvemion.the 
inventorship must be amended in compliance with37CFR1.48(b)if one or more of the currently 
named inventors isno longer an inventor of at least one claim rema-ning in the application Any 
amendment ofinventorsMp must be accompanied byadUigently-filed petition under 37 

CFR 1 48(b) and by the fee required under 37 CFR 1.17(h). 
, Papersrelatingtot..^.^^^^^^^^ 

transmission. Papers f^f ^ mSneVare available to receive transmissions 24 

LX"d:s/r;SStS"^suchpape^^ 

pubfcW in the Official Gazette, 1096 OG 30, (November 15, 1989). 

My inquiry concerningtMscommumcation.^^^^^^ 

should be directed to Phuong Bu. whose 'ff'^^^''''^^';!^'''^' 
normally be reached Monday-Friday from 6;30 AM - 4.00 PM. 

If attempts to reach the E-»i«-l,y telephone are^ the Examiner's 

supervisor, Anthony Caputa, can be reached at (703) 308-3995. 

My inquiry ofageneral nature or relating to thesj^usof IMS a^^^^^^^ 
directed to the receptionist whose telephone number ,s (703) 308-0196. 
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Group An umi lu-ro muwi^iG T. BUI 
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Phuong Bui 
Patent Examiner 
Group Art Unit 1648 PHUONG T. BUI 



